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Remarks/Arguments : 

By this amendment, claims 11-13, 15-17, 19, 21-23, 31, and 43-49 are amended. New 
claims 50-57 are added. Claims 20, 32, 33, 36, 37, 40, and 42 are hereby canceled without 
prejudice. No new matter is present. The currently pending claims are now claims 11-17, 19, 
21-24, 31, 34, 35, 38, 39, and 43-57. 

PRIOR ART RETECTIONS: 

I. Claim 12 is nonobvious with respect to the Bowker/Tamori combination because the 
Bowker/Tamori combination fails to teach a locking device with a key unit comprising a 
sensor, a semiconductor memory device, and a processor, wherein the key unit is 
independently portable with respect to the locking device's control unit and locking 
mechanism, and wherein the portable key unit wirelessly communicates with the control 
unit 

In rejecting claims 12 for obviousness, the Office Action contends that the 
Bowker/Tamori combination teaches the pertinent limitations of claim 12. As the Tamori 
reference is silent as to the key unit limitation Applicant respectfully submits that the 
teachings by Bowker in connection with the embodiment in Figure 12 do not render claim 12 
obvious. 

The Office Action (see page 8 and page 14) cites column 24, lines 50-66 of Bowker as 
teaching the portable key unit limitation, which reads as follows (with reference to Figure 12 of 
Bowker): 

One focus of the present document is upon the use of the invention, in, 
or as, a personal weapon -, however, the invention is equally applicable to other 
apparatus, facilities, financial services and information services. The invention 
is particularly suited to field applications that are extremely demanding in terms 
of overall microminiaturization and low weight, very short decision time with 
very high certainty and reliability, and low power. Personal weaponry is an 
application which is particularly sensitive to several of these criteria, but close 
behind are other portable personal devices such as cellular phones and so- 
called "notebook" computers. 

Use of the invention to control access to public phones, automatic 
teller machines, and vehicle-usage access - even though much less critical in 
terms of weight and power - all benefit significantly from the amenability of the 
present invention to miniaturization without compromise of decision time, 
certainty, or reliability, (emphasis added) 

Thus, while Bowker appears to teach that the '"analyzer 96", "access control 97", and 
"utilization means 99" can be implemented together in a portable device, Bowker fails to teach 



2266608 



- 13- 



Appl. No. 09/367,630 

Amdt. dated February 17, 2004 

or suggest that the analyzer 96 be independently portable with respect to the access control 
97 and utilization means 99. With each of the applications that Bowker describes for the 
Bowker invention, the whole system (analyzer, access control, and utilization means) is 
portable, but no teaching is found to make the analyzer 96 independently portable. With 
personal weaponry, Applicant respectfully submits that Bowker teaches that the analyzer 96 
would be integral with the weapon, together with the access control 97 and utilization means 
99. Applicant submits that the same would be true with the cellular phone and notebook 
computer applications. As to the public phone/ATM/vehicle-usage applications, Bowker fails to 
teach or suggest portability. Further still, Bowker fails to disclose teach or suggest the use of 
wireless communications between the portable key unit and the control unit to achieve 
lockingfanlocking. 

It is only after looking at the Bowker application through the lens provided by 
Applicant's invention that this passage in Bowker can be interpreted in the manner put forth by 
the Office Action!, That is to say, only through impermissible hindsight can Bowker be 
interpreted as teaching that the analyzer 96 be independently portable with respect to the 
access control 97 and utilization means 99. 

With the present invention, however, the key unit (comprising the sensor, the 
processor, and the semiconductor memory device) is portable independently of the controlunit 
and the locking mechanism. That is, even if the control unit and locking mechanism are 
implemented in a portable system, the key unit is independently portable with respect to the 
control unit and locking mechanism. Exemplary applications include independent portability 
via wireless data transmission techniques (see Application, pages 50-51). Independent 
portability and wireless communication between the portable key unit and the control unit 
provides greater freedom of movement for users of the claimed invention. 

Therefore, Applicant respectfully submits that amended claims 12 and 31 (which recite 
independent portability* of the key unit and wireless communication between the portable key 
unit and the control unit) are patentable over the Bowker/Tamori combination. Further, 
Applicant respectfully submits that dependent claims 13, 14, and 50-51 are similarly 
patentable. In particular, Applicant notes that the limitations found in dependent claims 13 
(communication between the independently portable key unit and the control unit via 
magnetic coupling), 50 (IR communication between the independently portable key unit and 
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the control unit), and 5 1 (communication between the independently portable key unit and the 
control unit via electrostatic coupling) are not taught or suggested by the Bowker reference. 

As to the Gullman reference, which the Office Action has cited against claims 13 and 
23, Applicant notes that the card embodiment depicted in Figure 3 of Gullman fails to disclose, 
teach or suggest wireless communication between the IC card and a control unit that controls 
locking'unlocking. Instead, Gullman teaches that a display 20 on the IC card 14' will output a 
"token" upon a positive biometric match being detected. The user of the IC card 14' then must 
enter this token through an access device coupled to the host system to gain access. 
Alternatively, Gullman teaches that the token can be communicated from the card to the host 
system "through a direct data communication line" (see Gullman, col. 2, lines 59-65) or a 
"standard data communication cable" (see Gullman, col. 4, lines 20-21). No specific reference 
can be found in Gullman that teaches the use of wireless communication between the portable 
key unit and the control unit. It is only through the use of impermissible hindsight, wherein 
Applicant's disclosed invention is used as a roadmap through the prior art, that wireless 
communication between a portable key unit and a control unit is found. 

II. Claim 31 is nonobvious with respect to the Bowker/Tamori combination for the same 
reasons set forth in connection with claim 12} the Bowker/Tamori combination fails to teach 
or suggest a key unit with a because the Bowker/Tamori combination fails to teach a locking 
device with a switching device key unit comprising a sensor, a semiconductor memory 
device, and a processor, wherein the key unit is independently portable with resvect to the 
switching device's starting switch, and wherein the portable key unit wirelessly 
communicates with the starting switch. 

Claim 3 1 recites a switching device and includes limitations similar to those found in 
claim 12. Applicant respectfully submits that claim 31 is patentable over the Bowker/Tamori 
combination for the same reasons set forth in connection with claim 12. Further, Applicant 
submits that the claims depending from claim 31 (claims 23, 24, and 52-53) are also similarly 
patentable. 
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III Claims 47 and 49 are nonobvious with respect to the Bowker/Tamorimnoshita 
combination because the Bowker/Tamorimnoshita combination fads to teach a locking 
dZcewith a key unit comprising a processor for fingerprint data creation and registration 

but not a matching processor. 

In rejecting claims 47 and 49 for obviousness, the Examiner cites the Kinoshita 
reference (JP 5233896) for teaching the separation of the first and second processors. The 
Office Action asserts that the "card control part 3" of Kinoshita is equivalent to the second 
processor and that the "management control section 11" of Kinoshita is equivalent to the first 
processor. 

Applicant respectfully submits that the "card control part 3" of Kinoshita fails to 
disclose, teach, or suggest a processor that creates fingerprint data from the sensed 
fingerprint pattern and then registers the created fingerprint data. Rather, the "card control 
part 3" of Kinoshita appears to only control transmission of the characteristic information 
sensed by the fingerprint sensor 1 to a fingerprint storage device 2 (and then to a 
communication section 5). 

Having failed to disclose, teach, or suggest a portable key unit with a processor for 
fingerprint data creation and registration, but not a matching processor, the 
Bowker/Tamori/Kinosliita reference fails to render claims 47 and 49 obvious. 

IV. Claims 46 and 48 are nonobvious with respect to the Bowker/Tamorimnoshita 
combination because the Bowker/Tamorimnoshita combination fails to teach ' J^*g 
device with a key unit comprising a matching processor but not a processor for fingerprint 
data creation and registration. 

In rejecting claims 46 and 48 for obviousness, the Examiner cites the Kinoshita 
reference (JP 5233896) for teaching the separation of the first and second processors. The 
Examiner further cites to Bowker for teaching the use of a portable key unit with a matching 
processor, but not a registration processor. (See Office Action, page 18). 

However, Applicant respectfully submits that the Bowker reference fails to teach 
separation of the matching processor and the fingerprint data creation/registration processor, 
wherein the portable key unit includes the matching processor but not the fingerprint data 
creation/registration processor. The passage cited in Bowker is silent with respect to the 
placement of the fingerprint creation/registration processor. 
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Further, the Bowker/Tamori/Kinoshita combination fails to render claims 46 and 48 
obvious for the same reasons set forth in Section I. 

Therefore, Applicant respectfully submits that the obviousness rejection of claims 46 
and 48 are improper and should be withdrawn. 

V Claims 1 7 and 21 are nonobvious with respect to the Bowker/Tamori^tsumi 
Nasaki combination because the Bowker/TamorVKatsumi Nagaki combination fails to 
ZTa portable key unit comprising a sensor and a processor, but not a semiconductor 
memory device. 

In rejecting claims 17 and 21 for obviousness, the Examiner contends that the 
BowkerATamori combination teaches all limitations of claims 1 7 and 22 except for the specific 
distribution of components recited in claims 17 and 21. The Office Action cites the Katsumi 
Nagaki reference (JP 7-14048) for teaching this missing limitation when it states: 

Katsumi discloses an electric locking device that locks and unlocks a lock by an 
installed circuit for personal data of a key owner and by analyzing the data by 
use of a judging circuit in the lock. Key (portable device) 1 comprises hngerprint 
image input circuit 6 (CCD element, i.e. sensor) (Fig. 2) . The lock comprises a 
digital controller, a judging circuit connected to the digital controller, data 
memory and unlocking device for the lock. The judging circuit (matching 
processor) compares the user's fingerprint with registered data in the data 
memory, and if it matches the preregistered data, it sends the unlock si^ial to , 
the unlocking device of the lock (see Fig. 3).. Besides the aforementioned 
embodiment example, a judging circuit (matching processor, \ mjrz be built m key 
1 (i.e., the key has only a sensor and matching processor). (See Otnce Action, 
page 19) (emphasis added). 
Applicant notes that no citation is given in the above-quoted paragraph to support the assertion 
that Katsumi Nagaki teaches placement of the judging circuit and the input circuit within the 
portable key. Therefore, Applicant respectfully submits that the Office Action fails to set forth 
a sustainable obviousness rejection of claims 1 7 and 2 1 . Withdrawal of the rejection is 
respectfully requested. 
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VT Claims 43 and 44 are nonobvious with respect to the Bowker/Tamori/Sasaki 
Mitsuyuki combination because the Bowker/Tamori/Sasaki Mitsuyuki combination fails to 
teach a portable key unit comprising a sensor and a semiconductor memory device, but not 
a processor. 

In rejecting claims 43 and 44 for obviousness, the Examiner contends that the 
Bowker/Tamori combination teaches all limitations of claims 43 and 44 except for the specific 
distribution of components recited in claims 43 and 44. The Office Action cites the Sasaki 
Mitsuyuki reference (JP 05263558) for teaching this missing Umitation when it states: 

Sasaki discloses an IC card 1 carried by a person that makes entrance to and exit 
from a specified area or building, identification information comprising 
fingerprint identifying the user of the building is stored in memory la and a 
. sensor Id that senses the fingerprint of the user is provided to the IC card (Fig. 
1 , Abstract) . (See Office Action, page 24) . 

Applicant respectfully submits that the rejection is silent as to any teachings found in Sasaki 
Mitsuyuki with respect to the placement of a matching processor. As such, Applicant 
respectfully submits that the obviousness rejection is deficient because the Office Action fails 
to set forth how the cited references teach or suggest each element of the rejected claims. 
Withdrawal of the obviousness rejection of claims 43 and 44 is respectfully requested. . 

NFW MATTER OBTECTIONS (AND RELAT ED CLAIM RETECTIONS1: 

The Office Action objects to the entry of Figures 30(c), 30(d), and 30(f), contending that 
"the addition of these figures to the application constitutes illegal new matter. While Applicant 
has canceled Figure 30(f) and Figure 47 from the application by this response, Applicant 
respectfully submits that the new matter objection entered against these figures is nevertheless 
incorrect. However, since claims directed to that embodiment are not currently being pursued 
in this application; the new matter issue has been rendered moot. 

As to Figure 30(c), the Office Action's contention that it depicts new matter is incorrect. 
Support for Figure 30(c) is clearly set forth in the application at page 51, lines 14-19. This 
figure is also amply supported by page 51, line 25 through page 52, line 1. T^passages__ 
^nms£bejead^ 

art. Page 51, lines 14-19 clearly set forth Figure 30(c)'s allocation of the encoding, matching, 
~nd registering programs. Further, the fact that the Hne^2£j9_sen^ a 
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modification relative to Figure 30(b) (meaning that the EEPROM 14 need not be included on 
the card K) is clear from its context. Joy example, page : 51 , lines 27-29 note that the data^ 
receiving side can transmit registered fingerT^mtcodes to the ragntf^ From this, 

it is clear that the EEPROM 14 would not need to be on the card K as noted at page 51, lines 
13-14. 

As to Figure 30(d), the allocation of the encoding program to the receiving side is 
described to a person of ordinary skill in the art, wherein the application teaches that the 
sensor can be located on the data receiving side. A person of ordinary skill in the art would 
understand that is it is preferable to couple the sensor with the encoding program. This is 
apparent from Figures 30(a), (b), (c), and (e) which disclose the sensor and encoding program 
co-located. Thus, Figure 30(d) does not appear unlike the other figures because in that figure, 
once the sensor moved to the receiving side as described in the specification, the encoding 
program followed, as would be understood by one of ordinary skill in the art. 

Having shown that Figures 30(c) and 30(d) do not depict new matter, Applicant 
respectfully submits that the §112, paragraph one, rejections found in the application should be 
withdrawn. 

Conclusion: 

For the foregoing reasons, Applicant respectfully submits that the amended claims are 
patentable over the cited references and no new matter is present in the application. As to the 
Markush claims 1 1 , 1 6, 1 9, and 22, Applicant submits that by virtue of each Markush group 
member being nonobvious over the cited references, the corresponding Markush claims are also 
nonobvious. Favorable action is respectfully requested. 

Respectfully submitted, 




Ben^min 
Reg. No. 48,017 
Thompson Coburn LLP 
One US Bank Plaza 
St. Louis, Missouri 63101 
(314) 552-6000 
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